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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 704(b). 

Status 

1)KI Responsive to communication(s) filed on 31 December 2003 . 
2a)D This action is FINAL. 2b)l3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 , 453 O.G. 213. 
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DETAILED ACTION 

This Office action is responsive to the application filed 12/31/2006. Claims 1-29 are 
presented for examination and are currently pending. 

In the response to this Office action, the Examiner politely requests that support be 
shown for language added to any original claims on amendment and any new claims. That is, 
indicate support for newly added claim language by specifically pointing to page(s) and line 
numbers in the specification and/or drawing figure(s). This will assist the Examiner in 
prosecuting this application. 

Specification 

The specification has not been checked to the extent necessary to determine the presence 
of all possible minor errors. Applicant's cooperation is requested in correcting any errors of 
which applicant may become aware in the specification. 

Claim Objections 

Claims 4,6-9,12,16,22, and 26, objected to because of the following informalities: 

As per claim 4, the term -the memory devices- should be amended to -the at least two 

memory devices— as the former term has not been previously defined in the claims. 

As per claim 6, the term -the desired locations- should be amended to -the desired 

location- or, more coherently, to -desired locations- (removing the -the), as the term -the 

desired locations- has not been previously defined in the claims. 
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As per claim 12, the term -the current location- should be amended to -a current 
location- as the former term has not been previously defined in the claims. 

As claim 16, the phrase -said XIP application usage data- should be amended to -said 
XIP application usage data- as the former phrase has not been previously defined in the claims. 

As per claim 22, the phrase -said relocating the XIP applications to particular flash 

memories in accordance with said desired location- should be amended to -said relocating the 

XIP applications between the at least two flash memories in accordance with said desired 

« 

location- as the former term has not been previously defined in the claims. 

As per claim 26, the term -said predetermined criteria- should be amended to -said at 
least one predetermined criteria- as the former term has not been previously defined in the 
claims. 

Claims 7-9 are objected to as being dependent on objected to claims. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 9 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

As per claim 9, it is not clear whether -said list- is referring to (1) the list of XIP 
applications having a desired location in internal flash memory or (2) the list comprising the list 
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(as defined in claim 8) as the term -said list- lacks proper antecedent basis. The Examiner 
recommends amending claim 9 and removing the phrase —a list of— so the claims would read: 
". . .said list comprises XIP applications . . . ". Nonetheless, for the purposes of examination, the 
Examiner has considered -said list- to be the list that comprises the XIP applications. 



Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-19,21-23, and 25-29 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Hatalkar (U.S. Patent Application Publication No. 2004/0088701). 

The applied reference has a common Assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 3 7 CFR 1.131. 

As per claim 1, Hatalkar teaches an XIP tracker 1 16 (figure 1) to track usage of XIP 
applications (318) executing from one (320, figure 3) of at least two memories (320 and 316) 
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and generate XIP usage data fl|22), an XIP analyzer (1HJ23) to analyze the XIP usage data in 
accordance with at least one predetermined criteria (i.e. number of times application was 
utilized or the duration it was used - 122) and determine a desired location of said XIP 
applications (analyzer may determine that an XIP application should become a non-XIP 
application (f 24), which requires removing the XIP application from the memory 320 and 
moving it to memory 316 fl|33) - i.e. the desired location would be the location the XIP 
application would be stored in the memory 316), and an XIP application relocator to relocate 
the XIP applications between the at least two memory devices in accordance with the 
desired location flffl24 an d 33-34, which teaches swapping XIP applications to and from the 
memories 316 and 3 1 0 based on whether the application should be executed as an XIP 
application). 

As per claim 2, Hatalkar teaches the memories 316 and 320 can both be flash memories 
in f26. The Examiner is considering the flash memory 320 as being an internal flash memory 
since Hatalkar notes that memory 320 is primary memory which executes programs for the 
processor 310 (1(26) and that memory 316 may be a slower, external -type memory that is usually 
in the art located further away from the processor. For example, the memory 316, while in this 
embodiment is being considered to be a flash as taught in ^|26, may also be a disk drive or 
removable storage - memory devices that are well known to be external or lower in the memory 
hierarchy from a primary memory. 

As per claims 3 and 15, Hatalkar teaches the XIP tracker monitoring the usage of the 
XIP applications (i.e. the non-XIP applications that the XIP tracker monitors are being 
considered by the Examiner to in fact be XIP applications as the non-XIP applications can be 
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swapped to the internal memory 320 and become XIP applications - ^24) in the at least two 
memory devices to generate XIP usage data fl[23) and store the XIP usage data in an XIP 
usage table (application usage storage 1 14 - ^J22). 

As per claim 4, the XIP usage table is stored in one of the memory devices fl[30). 

As per claims 5 and 16, the XIP tracker is adapted to update the XIP usage data as 
the XIP applications are used (1(23). 

As per claim 6, the XIP analyzer generates a list of the desired locations (i.e. either 
remaining as an XIP application or non-XIP application where the desired location is the same as 
the current location or swapping an XIP application to be a non-XIP application and vice-versa 
where the desired location for the XIP application is the external flash 316 or the internal flash 
320, respectively) as discussed in ffi[24 and 33-34. 

As per claims 7 and 17, the XIP analyzer orders the XIP usage data table in 
accordance with the predetermined criteria to for the list of the desired locations of the XIP 
applications. This is seen with respect to ^23, which teaches that an ordered list of the most 
frequently used applications is created based on the predetermined criteria and that these 
applications are deemed to be XIP applications (and therefore their desired location is the 
internal flash memory 320 - Tf34), while the applications that are not used as frequently in the list 
are deemed to be non-XIP applications (and therefore stored in the external flash memory 316 - 
134). 

As per claims 8 and 18, the list comprises a list of XIP applications (as discussed 
directly above and with respect to Tf23) having a desired location in the internal flash memory 

(as these applications are the ones that are deemed most frequently used and needed to be stored 
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in internal flash 320 in order to be executed directly from memory - ^23-24). In other words, 
the most frequently used XIP applications are listed fl|23), whose desired location is the internal 
flash memory 320 - f 24 and ^34. 

As per claim 9, the list 212 can be stored in flash memory fl|30). 

As per claims 10 and 19, the predetermined criteria comprises frequency of usage of 
the XIP applications (i.e. number of times the application was utilized) and duration of usage 
of the XIP applications - fl[22). 

As per claims 11,21, and 26, Hatalkar teaches that the predetermined criteria is 
updatable (fflj23-24). 

As per claim 12, the XIP relocator compares the desired location (i.e. the internal 
flash 320) to the current location (i.e. the external flash 316) of the XIP applications to 
determine whether to relocate the XIP applications. This can be seen in ^[24, where if a 
frequently used XIP application is stored as a non-XIP application in external flash 316, it is 
relocated to internal flash 320 to make it a XIP application fl[34). Likewise, if one of the XIP 
applications in the internal flash is not one of the frequently used XIP applications, it is relocated 
to the external flash. 

As per claims 13 and 23, Hatalkar teaches the XIP relocator updates an XIP location 
table after relocation of the XIP applications (figure 5, step 420) - ^[33. 
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As per claims 14, 25, and 29, the rejections follow the rejection for claim 1 above. 
Hatalkar teaches the memories 316 and 320 can both be flash memories in < |26. The Examiner is 
considering the flash memory 320 as being an internal flash memory since Hatalkar notes that 
memory 320 is primary memory which executes programs for the processor 310 fl|26) and that 
memory 316 may be a slower, external-type memory that is usually in the art located further 
away from the processor. For example, the memory 316, while in this embodiment is being 
considered to be a flash as taught in ^[26, may also be a disk drive or removable storage - 
memory devices that are well known to be external or lower in the memory hierarchy from a 
primary memory. 

As per claim 22, the rejection of the limitation "wherein said relocating the XIP 
applications to particular flash memories in accordance with said desired location, 
comprises generating a list of current XIP applications" is taught in the discussion of claim 6, 
supra. The limitation "comparing said list of current XIP application locations with the 
desired locations of the XIP applications to determine whether the XIP applications should 
be relocated" is taught in the discussion of claim 12, supra. 

As per claim 27, the rejection follows the rejection for claims 6 and 12, above. Hatalkar 
teaches generating a list of current XIP application locations (as the applications may be 
either stored in either the external flash 316 or the internal flash 320 - ^33-34) and comparing 
said list currently XIP application locations with the desired location of the XIP 
applications (based on the criteria as discussed in ^22-24) to determine whether the XIP 
applications should be relocated (1(24). 
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As per claim 28, Hatalkar shows in figure 3 a processor 310, an internal flash memory 
320 coupled to the processor to store XIP applications 318, and an external flash memory 
316 coupled to the processor to store XIP applications (i.e. the external flash stores actually 
stores non-XIP applications, but since those applications may become XIP applications, they are 
being considered by the Examiner to be XIP applications - 124). Hatalkar teaches the memories 
316 and 320 can both be flash memories in |26. The Examiner is considering the flash memory 
320 as being an internal flash memory since Hatalkar notes that memory 320 is primary memory 
which executes programs for the processor 3 1 0 fl[26) and that memory 316 may be a slower, 
external-type memory that is usually in the art located further away from the processor. For 
example, the memory 316, while in this embodiment is being considered to be a flash as taught 
in ^[26, may also be a disk drive or removable storage - memory devices that are well known to 
be external or lower in the memory hierarchy from a primary memory. Finally, Hatalkar teaches 
an XIP application manager (figure 1, elements 1 12 and 116) coupled to the internal flash 
memory 320 and the external flash memory 316 to track usage of the XIP applications and 
relocate the XIP applications in accordance with said usage between the internal flash 
memory 320 and the external flash memory 316 - ffl[21-24. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hatalkar (U.S. 
Patent Application Publication No. 2004/0088701). 

As per claim 20 Hatalkar does not specifically teach wherein at least one 
predetermined criteria comprises the size of the XIP applications. Hatalkar does teach that 
size can be a constraint issue when storing the list 212 when the memory 320 that stores XIP 
applications is small in f 34. Therefore, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to have modified the predetermined criteria of 
Hatalkar to have taken into account the size of the XIP applications when determining which 
applications to relocate between the external 316 and internal flash 320 memories, as the amount 
of memory available to execute XIP application may be quite small in some embodiments as 
discussed in T|34. 
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Allowable Subject Matter 

Claim 24 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

The following is a statement of reasons for the indication of allowable subject matter: the 
prior art of record does not specifically teach all of the claimed limitations of claim 24. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Ginsberk (U.S. Patent No. 6,574,747) teaches a virtual addressing table to execute XIP 
applications across multiple regions of memory. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shane M Thomas whose telephone number is (571) 272-4188. 
The examiner can normally be reached M-F 8:30 - 5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matt M Kim can be reached at (571) 272-41 82. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Shane M. Thomas 




